Response to Office Action dated 07/27/2006 
Application Serial No. 10/684,293 

RESPONSE AND REMARKS 

Rejections Under Section 103(a) 

In the Office Action, Claims 1 , 2, 4, 30, and 33 were rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Pope (U.S. Patent No. 6,643,934; " Pope ") in view 
of Gouttebarge (U.S. Patent No. 5,181,321; "Gouttebarge") and further in view of Ishida 
(U.S. Patent No. 4,149,313; " Ishida "). 

In the Office Action, Claims 7, 9, 12, 13, 15, and 21-26 were rejected under 35 
U.S.C. §1 03(a) as being unpatentable over Pope in view of Gouttebarge and Ishida as 
applied to claims above, and further in view of Coppier (U.S. Patent No. 5,241 ,883; 
" Coppier" ). 

In the Office Action, the Declaration by Richard H. Miltner submitted with the July 
1 1 , 2006 Amendment was considered insufficient to overcome the rejection of Claims 1 , 
2, 4, 7, 9, 12, 13, 15, 21-26 and 30 based upon Pope . Gouttebarge and Ishida . 

Responsive Remarks regarding Section 103(a) rejections 

The rejections under Section 103(a) have been carefully considered. 
Independent Claims 1,12, and 22 have been amended to more distinctly claim the 
claimed invention; dependent Claims 10-11 and 23 were previously cancelled; Claims 7, 
9, 24 and 26 are cancelled herewith; dependent Claim 33 was previously added. Even 
so, to preserve all rights, the Response and Remarks of the Amendment and 
Response, and the supporting Declaration by Richard H. Miltner, filed in response to the 
Office Action dated January 12, 2006 regarding the present application are hereby 
respectfully incorporated by reference herein. 

For the reasons given below, it is respectfully submitted that none of the cited 
references, whether considered alone or in combination, disclose, anticipate, teach or 
suggest each of the limitations of each of the Claims, as amended, as required for an 
obviousness rejection under 35 U.S.C. Section 103(a), as those requirements are 
explained in MPEP §§706.020 and MPEP §2143. 

In particular, it is respectfully submitted that the Office Action does not cite any 
reference or combination of references, as required by MPEP §§706.02(j) and MPEP 
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§2143, that discloses, anticipates, teaches or suggests each of the limitations of, for 
example, previously presented independent Claim 25. Claim 25 recites: 

a sharp blade edge formed at an intersection of an angled bevel and a 
raised flat bevel, the raised flat bevel having a first height, said raised flat bevel 
disposed on a hollow ground side of the blade, wherein said angled bevel 
comprises an angled bevel surface, wherein said angled bevel surface comprises 
an angle relative to a centerline of said blade, wherein the angle is greater than 
zero degrees, wherein said centerline of the blade extends from the sharp blade 
edge to a second edge of the blade, wherein the second edge of the blade 
opposes the sharp edge of the blade, wherein said raised flat bevel comprises a 
flat surface, and wherein said flat surface substantially comprises a first portion of 
the centerline of the blade; and 

a spacing detent disposed on the hollow ground flat side of the blade 
adjacent to the second edge of the blade, wherein the spacing detent comprises 
a spacing detent surface, and wherein the spacing detent surface substantially 
comprises a second portion of the centerline of the blade. 

More specifically, it is respectfully submitted that the Office Action does not cite 
any reference or combination of references that discloses, anticipates, teaches or 
suggests a raised flat bevel on a second side of sharp blade edge that comprises a flat 
surface that comprises a first portion of a centerline of the blade, in combination with a 
spacing detent disposed adjacent to a second edge of the blade that opposes the sharp 
edge of the blade, wherein the spacing detent comprises a spacing detent surface that 
comprises a second portion of the centerline of the blade. 

It is respectfully submitted that exemplary embodiments of the limitations of 
Claim 25 are depicted in FIGS. 30a and 30b of the application, copies of which are 
reproduced for convenient reference below. 



FIG. 30a 
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FIG. 30b 

FIG. 30a is described in the Specification of the present application as "... a 
cross-sectional end view of an exemplary Hollow Flat folding knife blade with an 
exemplary spacing detent." Specification , p. 13, lines 19-20. FIG. 30b is described in 
the Specification as "... a cross-sectional end view of an alternative exemplary Hollow 
Flat folding knife blade with an alternative spacing detent." Specification , p. 13, lines 
21-22. 

The Specification describes the exemplary Hollow Flat folding knife blade 
depicted in FIG. 30a as providing a spacing detent 32 "... on the hollow ground flat side 
of the blade at the end opposing the sharp edge 1 1 (or in some embodiments with 
serrated and non-serrated edges, 11/11') of the blade 1 . In the exemplary embodiment 
of the Hollow Flat blade with the spacing detent 32, the spacing detent 32 would be 
equal in height to the small raised flat bevel 10-V relative to the concave side 13-2'" f 
Specification , p. 38, line 27 - p. 39, line 1. The Specification explains that exemplary 
spacing detent 32 in the exemplary Hollow Flat folding knife blade depicted in FIG. 30a 
"... would be even with the height of the small raised flat bevel 10-1 relative to line 34- 
34 Specification , p. 39, lines 2-3. 

It is respectfully asserted that exemplary embodiments of the limitations of Claim 
25 would be useful over the references of record, even when those references are 
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considered in combination, in that sharpening of a blade of an exemplary embodiment 
of the limitations of Claim 25 could be done by making equal contact of both the small 
raised flat bevel 10-1' and the spacing detent 32 with a sharpening surface, such as 
e.g., along line 34-34. See Specification , p. 39, lines 10-13. Sharpening contact of both 
the small raised flat bevel 10-1'and the spacing detent 32 with a sharpening surface, 
such as e.g., along line 34-34, would ensure that the zero degree angle of the small 
raised flat bevel 10-1' would be maintained. Specification , p. 39, lines 13-16. 

As amended, independent Claims 1,12, and 22 recite limitations similar to those 
above-described limitations of Claim 25 regarding the raised flat bevel and the same- 
side spacing detent on the opposing edge of blade. For example, amended 
independent Claim 1 recites: 

(5) a spacing detent disposed on the second blade side along the second edge 
of the blade, wherein the spacing detent comprises a spacing detent surface and 
wherein the spacing detent surface substantially comprises a second portion of 
the centerline of the blade ... 

Amended independent Claim 12 recites: 

(4) a second side, wherein the second side comprises a hollow indentation 
laterally disposed along the second side of the folding blade, wherein the second 
side further comprises the small raised flat bevel disposed along the sharp edge, 
wherein the flat bevel surface of the small raised flat bevel substantially 
comprises a first portion of the centerline of the folding blade, wherein the second 
side further comprises a raised spacing detent disposed along the second edge, 
wherein the raised spacing detent comprises a spacing detent surface and 
wherein the spacing detent surface substantially comprises a second portion of 
the centerline of the blade 

Amended independent Claim 22 recites: 

a spacing detent disposed on the second blade side along the second edge of 
the blade, wherein the spacing detent comprises a spacing detent surface and 
wherein the spacing detent surface comprises a second portion of the vertical 
centerline of the blade ... 

The Office Action cites Coppier as "providing spacers 2...", Office Action , Topic 
No. 3, p. 8. However, it is respectfully submitted that the "protuberances 2" described 
by and depicted in Coppier do not disclose, anticipate, teach or suggest each of the 
above-recited limitations of Claims 1,12, 22, and 25 as those Claims currently stand. 
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Further, the Office Action states that "Gouttebarge teaches a blade comprising a 
first blade side having an angled bevel 6 and a second blade side having an indentation 
and a raised flat bevel 5." Office Action . Topic No. 2, p. 2. Applicant respectfully 
disagrees that Gouttebarae 's bevel 5 is a raised flat bevel as that phrase is described in 
the Specification of the present application. See, e.g., Specification , p. 8, lines 2-1 1 
(describing an exemplary embodiment blade that would have a convex side and a flat 
side, like a chisel ground blade ... The edge ... would be formed at the intersection of 
an angled bevel on the convex side with the flat side; the angled bevel on the convex 
side would form an angle ... in relation to the flat side. The flat side would be hollow 
grounded. As will be understood by someone with ordinary skill in the art, and as is 
described in more detail below, hollow grounding of the flat side of the blade would 
preserve a portion of the flat side adjacent to the edge - the portion of the flat side that 
remains is referred to herein as a 'small raised flat bevel. 1 ") It is respectfully submitted 
that interpreting the claimed term "raised flat bevel" in light of the specification is proper. 
See, e.g., Markman v. Westview Instruments, Inc. , 52 F.3d 967, 979 ? 34 U.S.P.Q.2D 
(BNA) 1321, 1329 (Fed. Cir. 1995) (in banc), afTd, 517 U.S. 370 (1996) ("To ascertain 
the meaning of claims, we consider three sources: The claims, the specification, and the 
prosecution history." (citations omitted)). As compared to a raised flat bevel as that 
term is described in the Specification of the present application, it is respectfully 
submitted that Gouttebarae 's bevel 5 is shown as having the same angle as angled 
bevel 6. Gouttebarge . FIG. 3. 

The Office Action further states that "... it would have been obvious to one skilled 
in the art to incorporate the blade structure of Gouttebarge to the folding knife of Pope 
..." ( Office Action . Topic No. 2, p. 2, and Topic No. 3, pgs. 5-6). However, it is 
respectfully submitted that the Office Action does not cite any evidence in either of the 
two combined references, or elsewhere, to support the posited motivation to combine 
the disparate features of the two references "... for increasing the hardness of the 
cutting edge while not increasing the overall weight of the blade ..." ( Office Action . Topic 
No. 2, p. 2). Therefore, it is respectfully submitted that the Office Action does not cite 
any evidence in support of the posited obviousness to one skilled in the art to make the 
combination of the Gouttebarge blade with the Pope folding knife. 
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The Office Action further states that "... it would have been obvious to one skilled 
in the art to make the raised flat bevel of Gouttebarge being parallel to the centerline of 
the blade as taught by Ishida ..." ( Office Action , Topic No. 2, p. 3, and Topic No. 3, pgs. 
6). For the reasons given above, Applicant respectfully disagrees that the Gouttebarge 
blade exhibits any raised flat bevel as that phrase is described in the Specification of the 
present application. Further, it is respectfully submitted that the Office Action cites no 
evidence in support of the posited motivation "... to make one side of the sharpening 
element flat to accommodate the flat surface of the Pope's modified knife..." to one 
skilled in the art to modify the blade of Gouttebarge in view of Ishida . Therefore, it is 
respectfully submitted that the Office Action cites no evidence in support of the posited 
obviousness to one skilled in the art to modify the blade of Gouttebarge in view of 
Ishida . 

Further, for the reasons previously expressed in the Response and Remarks of 
the Amendment and Response, and the supporting Declaration by Richard H. Miltner, 
filed in response to the Office Action dated January 12, 2006 regarding the present 
application, the contents of which have been previously respectfully incorporated by 
reference herein, it is respectfully asserted that making the combinations and the 
modifications posited by the current Office Action would not result in the limitations of 
the Claims of the present application. 

The Office Action further states that "Pope fails to teach the sharpening element 
having a rod shape. Pope teaches the sharpening element having the same height as 
the knife handle." Office Action . Topic No. 3, p. 8. However, the Office Action 
concludes that "... it would have been obvious to one skilled in the art to reduce the 
height of the sharpening element [of Pope] to a half to reduce to [sic] cost of the knife 
assemble." Office Action . Topic No. 3, p. 8. Applicant respectfully disagrees; the Office 
Action cites no evidence to support the posited motivation to one skilled in the art to 
modify the height of the Pope sharpening element and therefore cites no evidence to 
support the posited obviousness to one skilled in the art to modify the height of the 
Pope sharpening element. 

Yet further, it is respectfully asserted that modifying the Pope sharpening 
element as posited in the Office Action to half its height would render the Pope folding 
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knife and sharpener inoperable, assuming, for the sake of argument only, that the Pope 
folding knife would be operable if made according to the specification of that reference. 
Accordingly, it is respectfully submitted that there is no suggestion, teaching or 
motivation to make the proposed modification. Cf., e.g., M.P.E.P §2143.01 (V) (citing In 
re Gordon . 733 F.2d 900, 221 U.S.P.Q. 1125 (Fed. Cir. 1984); regarding the Gordon 
court's reversing an obviousness rejection where proposed modification to prior art 
device would render the prior art device inoperable). 

Still further, the Office Action states that "Pope is silent whether the sharpening 
element is removable or not. However, making a part removable for easy replacement 
when it is worn out due to repeatedly uses [sic] is routine skill in the art." Office Action , 
Topic No. 3, p. 5. Applicant respectfully disagrees that making an interior-to-the handle 
folding knife sharpener removable is routine skill in the art. Further, it is respectfully 
submitted that the Office Action cites no evidence that the removability of an interior-to- 
the handle folding knife sharpener is routine in the art. Accordingly, it is respectfully 
submitted that the Office Action did not cite evidence to support the posited 
obviousness of the limitation of, for example, Claims 30 and 33. Yet further, it is 
respectfully asserted that Pope does not disclose, nor does the Office Action cite any 
references that disclose, each of the limitations of Claim 33 that "... the sharpening 
element is removeably connected to the interior of the blade housing, wherein the 
sharpening element is rod-shaped, and wherein the sharpening element comprises a 
plurality of sharpening surfaces." 

It is respectfully asserted that the above-outlined positions stated in the Office 
Action regarding motivation to combine and motivation to modify amount to what might 
be described as "common sense" arguments. However, it is respectfully asserted that 
an argument based on "common sense" without substantial evidence to support it 
provides an insufficient basis for a determination regarding patentability. Cf., e.g., In re 
Zurko . 258 F.3d 1379, 1386, (Fed. Cir. 2001) ("With respect to core factual findings in a 
determination of patentability, however, the Board cannot simply reach conclusions 
based on its own understanding or experience - or on its assessment of what would be 
basic knowledge or common sense. Rather, the Board must point to some concrete 
evidence in the record in support of these findings." (Footnote and citations omitted.)). 
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Yet further, it is respectfully asserted that, absent supporting evidence, picking 
and choosing disparate portions of the various references and then combining and 
modifying those disparate portions to conclude obviousness of various limitations of the 
rejected Claims and/or the Claims as amended constitute hindsight using the invention 
claimed in the present application as a roadmap. It is respectfully submitted that such 
hindsight is forbidden in the analysis of obviousness. See, e.g., In re Mahurkar Patent 
Litigation . 831 F. Supp. 1354, 1374-75 (N.D. III. 1993), aff'd, 71 F.3d 1573, 37 
U.S.P.Q.2d 1138 (Fed. Cir. 1995) (Opinion by Judge Easterbrook; "... decomposing an 
invention into its constituent elements, finding each element in the prior art, and then 
claiming that it is easy to reassemble these elements into the invention, is a forbidden 
ex post analysis. ... (Citations omitted,) ... With hindsight the transistor is obvious; but 
devising the transistor was still a work of genius. An invention lies in a combination of 
elements that are themselves mundane. Virtually all inventions are combinations and 
virtually all are combinations of old elements.' ...(Citations omitted) ... Unless the prior 
art itself suggests the particular combination, it does not show that the actual invention 
was obvious or anticipated. ...(Citations omitted)."). Moreover, it is respectfully asserted 
that the various linked portions of the various references still do not disclose the above- 
cited.claimed limitations of independent Claims 1,12, 22, and 25, or, therefore, of the 
Claims dependent on Claims 1 , 1 2, 22 and 25, namely, dependent Claims 2, 4,13,1 5, 
21, 30, and 33. 

As submitted herewith, the Claims have been amended, and for the reasons 
given and authorities cited above, are respectfully submitted to be non-obvious over the 
references of record. 

Conclusion 

For the foregoing reasons and authorities, it is respectfully submitted that the 
invention disclosed and claimed in the present amended application is not fairly taught 
by any of the references of record, taken either alone or in combination, and that the 
application is in condition for allowance. Accordingly, it is respectfully requested that 
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the present application be reconsidered and that Claims 1, 2, 4, 12, 13, 15, 21, 22, 25, 
30 and 33 be allowed. 

Respectfully submitted, 

KHORSANDI PATENT LAW GROUP, A L.C 



Marilyn R. Khorsandi 
Reg. No. 45,744 
626/796-2856 
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